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Detailed Action 

Applicants' election of invention Species I (Figs. 1-4) in the reply filed on 7-5-2006 
is acknowledged. Upon further consideration, the restriction requirement as set forth in 
the previous Office action has been withdrawn. 

Objection to Oath/Declaration 

It does not state that the person making the oath or declaration acknowledges 
the duty to disclose to the Office all information known to the person to be 
material to patentability as defined in 37 CFR 1.56. 

The statement of duty to disclose in the oath/declaration filed on 6-18-01 is 
incorrect. The correct statement should read "I acknowledge the duty to disclose 
information which is material to patentability of this application in accordance with Title 
37, Code of Federal Regulations Section 1.56." 

Objection to the Abstract 

The abstract of the disclosure is objected to because the form and legal 
phraseology often used in patent claims, such as "means" should be avoided. 
Correction is required. See MPEP § 608.01(b). 

Drawings Objection 

1 . The drawings are objected to because: 

(1) The lines and numbers are not uniformly thick and well defined (poor line 
quality). 
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(2) In Fig.4, reference numeral "24" (the one above reference "20") should read - 
22-- (i.e. a bore rather than a lip). 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the ball bearing as 
cited in claim 3 must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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Objection to the Specification 

The disclosure is objected to because of the following informalities: 

(1) On page 7, line 7, "handle" should read --of the handle-. 

(2) On page 7, line 8, "second attachment end" should read -of the second 
attachment end--. 

(3) On page 8 (at line 1) and page 10 (at line 8), "is has" should read -has-. 
Appropriate correction is required. 

Claims Objection 

Claims 6, 10 and 11 are objected to because of the following informalities: 

(1) In claim 6, line 2, "mounting means" should read -positioning means-. 

(2) In claim 10, line 1, "further comprising" should read -said cap further 
comprising-. 

(3) In claim 10, line 2, "ring positioning" should read -ring portion-. 

(4) In claim 11, line 1, "removable stand" should read -a removable stand-. 
Appropriate correction is required. 

Claims Rejection - 35 U.S.C. 112, first paragraph 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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2. Claims 3 and 8 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

(1) In claim 3, the ring portion being "a ball bearing" has no support from the 
original specification. 

(2) In claim 8, the rigid transparent material being "Lucite" has no support form 
the specification as originally filed. 

Claims Rejection - 35 U.S.C. 102(b) 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1 , 2 and 4-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Prince et al. (U.S. Patent No. 3,922,784). 

Prince et al. disclose a cutting device comprising a handle (11) having a first end 
(14) and a second attachment end (17); a positioning stem (10,21) having a mounting 
stem (19) and a ring portion (21), the mounting stem (19) positioned on the second 
attachment end (17) so that the ring portion (21) is spaced a distance from the second 
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attachment end (17) and defines a notch (see Figs.2 and 3); a cutting means (21,45) 
rotatably positioned within and removably attached to the ring portion (21); the second 
attachment end (17) comprising a handle recess (defined between elements 18) for 
receiving the mounting stem (19); and the cutting means (21,45) comprising a knife 
having an angled blade (45, see Fig.7) as claimed. 

The statements of intended use (i.e. "for use with a template to cut a media", and 
"when said template notch of said cutting device is inserted into said template, a shape 
defining edge of said template is received in said template notch") as cited in claim 1 
have been carefully considered but deemed not to impose any structural limitations on 
the claim distinguishable over the Prince et al. reference which shows all the claimed 
structural limitations. 

Claims Rejection - 35 U.S.C. 103(a) 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Prince et 
al. (U.S. Patent No. 3,922,784). 

The cutting device of Prince et al. as set forth shows all the claimed structure 
expect it is silent about the material the handle (1 1) is made of. 
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However, it would have been obvious to one skilled in the art at the time this 
invention was made to modify Prince et al. by making the handle (1 1) of the cutting 
device out of commercial available transparent plastic material such as "Lucite". 
Further, it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. In re Leshin . 125 USPQ 416. 

3. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Prince et 
al. (U.S. Patent No. 3,922,784) in view of Dubofsky (U.S. Patent No. 3,111,757). 

Prince et al. as set forth shows all the claimed structure except it lacks a 
removable stand. 

Dubofsky shows it is desirable to provide a cutting tool with a removable stand for 
positioning over one end of the tool handle to facilitate supporting the tool in a vertical 
position on a horizontal surface when not in use. 

In view of this teaching, one skilled in the art who wishes to have the cutting tool 
of Prince et al. orientated in a vertical position when not in use would have known to 
provide the cutting tool with a removable stand for the intended purpose set forth. 

Indication of Allowable Subject Matter 

1 . Claim 3 is rejected under 35 U.S.C. 1 12, 1 st paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
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2. Claims 9 and 10 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Point of Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hwei-Siu C. Payer whose telephone number is 571-272- 
4511. The examiner can normally be reached on Monday through Friday, 7:00 am to 
4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on 571-272-4502. The fax phone numbers for 
the organization where this application or proceeding is assigned are 571-273-8300 for 
official communications and 571-273-4511 for proposed amendments. 



H Payer 
April 21, 2007 



